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Trademark Glossary

Abandonment - A trademar k application that has been declared abandoned is "dead" and no longer pending. Abandon-

ment can occur under several circumstances. The most common reason is when the U.S. Patent and Trademar k Office

(USPTO) does not receive a response to an Office Action letter within 6 months of mailing. Another instance is when the

USPTO does not receive a Statement of Use (or request for an extension of time to file a statement of use) from an appli-

cant within 6 months from the issuance of a Notice of Allowance). Applications abandoned for failure to respond to an

Office Action or a Notice of Allowance can be revived or reinstated in certain circumstances.

Allegation of Use - a sworn statement signed by a trademar k applicant (or a person authorized to sign on behalf of the

applicant) attesting to use of the mark in commerce. The allegation of use must include one "specimen" showing use of

the mark in commerce for each class of the goods/services included in the application, and the required fee.

Appeal - A trademar k applicant who wants to contest a final refusal from an examining attorney may file an appeal to the

U.S. Patent and Trademar k Office’s Tr ademar k Tr ial and Appeal Board . An appeal is taken by filing a Notice of Appeal and

paying the appeal fee within six months of the mailing date of the action from which the appeal is taken.

Application (Trademark) - Document by which a person requests a federal trademar k registration. To receive a filing

date, an application must include (1) the applicant’s name, (2) a name and address for correspondence, (3) a clear

drawing of the mark sought to be registered, (4) a list of the goods or services, and (5) the application filing fee.

Arbitrar y Marks - Compr ise words that are in common linguistic use but, when used to identify particular goods or ser-

vices, do not suggest or describe a significant ingredient, quality or character istic of the goods or services (e.g., "Apple"

for computers; "Old Crow" for whiskey).

Assignment - A transfer of ownership of a trademar k application or trademar k registration from one entity to another.

Blackout Period - The period between the date the USPTO’s examining attorney approves a trademar k for publication

and the date of issuance of the Notice of Allowance from the USPTO. The applicant may not file an Allegation of Use dur-

ing this period.

Cer tificate of Registration - Official document from the USPTO evidencing that a trademar k has been registered.

Cer tification Mark - Any word, name, symbol, device, or any combination, used, or intended to be used, in commerce by

someone other than its owner, to cer tify regional or other origin, material, mode of manufacture, quality, accuracy, or other

character istics of such person’s goods or services, or that the wor k or labor on the goods or services was perfor med by

members of a union or other organization.

Collective Mark - A trademar k or service mark used, or intended to be used, in commerce, by the members of a coopera-

tive, an association, or other collective group or organization, including a mark that indicates membership in a union, an

association, or other organization.

Descriptive Mark - A trademar k is considered merely descriptive if it descr ibes an ingredient, quality, character istic, func-

tion, feature, pur pose or use of the specified goods or services. If a mar k is merely descriptive or deceptively misdescrip-

tive of the goods or services to which it relates, the mark will be refused registration. Examples of descriptive mar ks

include: "Medical Guide" for website services featur ing medical guides, " Denim" for jeans, and "Spicy Sauce" for salsa.

Design Code Search Manual - Lists the numer ical codes for searching designs in the USPTO’s trademar k database.

Disclaimer - A statement that the trademar k applicant or registrant does not claim the exclusive right to use a specified

element or elements of the mark. The purpose of a disclaimer is to permit the registration of a mark that is registrable as a

whole but contains matter that would not be registrable standing alone, without creating a false impression of the extent of

the registrant’s right with respect to certain elements in the mark.

http://www.uspto.gov/web/offices/dcom/ttab/


eTEAS - The USPTO’s "electronic Trademar k Examination Application System" - electronic trademar k filing system. It

allows the public to complete var ious trademar k filings and transactions on-line.

Examining Attorney - A USPTO employee who examines (reviews and determines compliance with the legal and regula-

tor y requirements of) an application for registration of a federally registered trademar k

Fanciful Marks - Compr ise ter ms that have been invented for the sole purpose of functioning as a trademar k or service

mar k. Such marks comprise words that are either unknown in the language (e.g., "Pepsi", "Kodak", "Exxon") or are com-

pletely out of common usage (e.g., "Flivver").

Generic Term - Ter ms that the relevant purchasing public understands primar ily as the common or class name for the

goods or services. These terms are incapable of functioning as trademar ks denoting source, and are not registrable.

Examples include: "Classes Online" for classes provided via the Internet, "Pizza.com" for pizza ordering and deliver y ser-

vices, and "Live Plants" for plant nurser ies.

Goods and Services - Goods are products. In the context of service marks, a ser vice (1) must be a real activity; (2) must

be perfor med to the order of, or for the benefit of, someone other than the applicant; and (3) the activity perfor med must

be qualitatively different from anything necessarily done in connection with the sale of the applicant’s goods or the perfor-

mance of another service.

Identification of Goods and/or Services - A written statement of the goods and/or services included in a trademar k

application. Ever y application must include an identification of goods and/or services. If you fail to list any recognizable

goods or services, the USPTO will return the application and refund the fee.

Informal Application - A trademar k application that has been filed without one or more of the elements required to

receive a filing date. The USPTO will return infor mal applications to applicants.

Intent to Use - Applicants who have not yet used the trademar k they wish to register may file an "intent to use" trademar k

application. An "intent to use" application must include a sworn statement (usually in the for m of a declaration) that appli-

cants have a bona fide intention to use the mark in commerce.

International Application - Allows a trademar k owner to seek registration in any of the countries that have joined the

Madr id Protocol by filing a single application.

Likelihood of Confusion - A statutor y basis for refusing registration of a trademar k or service mark because it is likely to

conflict with a mark or mar ks already registered or pending before the U.S. Patent and Trademar k Office (USPTO). The

pr incipal factors considered in determining whether there is a likelihood of confusion are: (1) the similarity of the marks;

and (2) the commercial relationship between the goods and/or services listed in the application.

Madrid Protocol - The "Protocol Relating to the Madrid Agreement Concerning the International Registration of Marks"

(Madr id Protocol) is an international treaty that allows a trademar k owner to seek registration in any of the countries that

have joined the Madrid Protocol by filing a single application, called an "international application."

Mere Descriptiveness - Statutor y basis for refusing registration of trademar ks and service marks because the proposed

mar k merely describes an ingredient, quality, character istic, function, feature, pur pose or use of the specified goods or

ser vices. With regard to trademar k significance, matter may be categor ized along a continuum, ranging from marks that

are highly distinctive to matter that is a generic name for the goods or services.

Notice of Abandonment - A written notification from the USPTO that an application has been declared abandoned or, in

other words, is no longer pending.

Notice of Allowance - A written notification from the USPTO that a specific mark has survived the opposition period fol-

lowing publication in the Official Gazette, and has consequently been allowed for registration. It does not mean that the

mar k has registered yet. Receiving a notice of allowance is another step on the way to registration.

Notice of Publication - A written statement from the USPTO notifying an applicant that its mark will be published in the

Official Gazette.

Office Action - A letter from a trademar k examining attorney from the USPTO, setting for th the legal status of a trademar k

application. There are several types of Office actions: examiner’s amendments, prior ity actions, non-final Office actions,

final Office actions, and suspension inquiry letters.

Opposition Proceeding - A proceeding in which the plaintiff seeks to prevent the issuance of a registration of a mark. An

opposition is similar to a proceeding in a federal court, but is held before the Trademar k Tr ial and Appeal Board, a USPTO

administrative tribunal.

Principal Register - Pr imary trademar k register of the USPTO. When a mark has been registered on the Principal Regis-

ter, the mark is entitled to all the rights provided by federal law.

Priority Action - A letter in which an examining attorney sets for th specific requirements that the applicant must meet

before an application can be approved for publication.

Pseudo Mark - A way of locating a word mark that is comprised of an alternative or intentionally corrupted spelling of an

English word. The pseudo mark search locates spellings that are ver y similar or phonetically equivalent to the word mark.



Registration - Federal registration of trademar ks involves the establishment of rights in a mark based on legitimate use of

the mark. Although federal registration of trademar ks is not required to use a trademar k, owning a federal trademar k regis-

tration has several advantages.

Search - After a trademar k application is filed, the USPTO will conduct a search of USPTO records for conflicting marks

as part of the official examination process. The official search is not done for the applicant but rather to determine whether

the mark applied for can be registered.

Ser vice Mark - A word, name, symbol or device that is to indicate the source of the services and to distinguish them from

the services of others. A ser vice mar k is the same as a trademar k except that it identifies and distinguishes the source of

a ser vice rather than a product. The terms "trademar k" and "mark" are often used to refer to both trademar ks and service

mar ks.

Specimen - A real-wor ld example of how the mark is actually used on goods or in the offer of services. Labels, tags, or

containers for goods are considered to be acceptable specimens of use for a trademar k.

Statement of Use - A  sworn statement signed by a trademar k applicant or a person authorized to sign on behalf of the

applicant attesting to use of the mark in commerce.

Suggestive Mark - A mar k that, when applied to the goods or services at issue, requires imagination, thought or percep-

tion to reach a conclusion as to the nature of those goods or services.

Trade Dress - A product’s design, product packaging, color, or other distinguishing nonfunctional element of appearance.

Trademark - protect words, names, symbols, sounds, or colors that distinguish goods and services from those manufac-

tured or sold by others and to indicate the source of the goods. Trademar ks, unlike patents, can be renewed forever as

long as they are being used in commerce.

Trademark Act - Trademar k Act of 1946 (currently contained in Chapter 22 of Title 15 of the United States Code); the

major body of U.S. law that governs federal registration of trademar ks.

Trademark Trial and Appeal Board - An administrative tribunal at the USPTO. It has jurisdiction over appeals from deci-

sions of the Trademar k Office, as well as opposition proceedings and cancellation proceedings.

Use-Based Application - There are four filing bases on which a trademar k application may be based. One filing basis is

use of the mark in commerce (the other three are filing based on an intent-to-use the mark in commerce, filing based on a

pending foreign application, and filing based on a foreign registration). Applicants who file based on use in commerce

must be using the mark they wish to register with the goods or services in the application prior to or at the time of filing the

application.

Use in Commerce - For the purpose of obtaining federal trademar k registration, "commerce" means all commerce that

the U.S. Congress may lawfully regulate; for example, interstate commerce or commerce between the U.S. and another

countr y. "Use in commerce" must be a bona fide use of the mark in the ordinary course of trade, and not use simply made

to reserve rights in the mark.

Word Mark - A type of trademar k compr ised of text.



Find a Consumer Protection 

Attorney Near You

Learn More: Tips to Help Protect Your Identity, Protect 

Yourself from Online Auction Fraud, Stolen Identity: 

What to Do

The FindLaw Guide to Online Fraud and Identity Theft

Follow us on

A Thomson Reuters Business

FINDLAW.COM EMPOWERS 

PEOPLE WITH TRUSTED,  

TIMELY AND INTELLIGENT  

LEGAL INFORMATION

BLOGS – FindLaw Blogs present timely news that has 

real-life implications, deliver important information 

and discuss law-related entertainment. 

FINDLAW ANSWERS – A vibrant, interactive online 

community where everyday people can ask legal 

questions and get real-time answers from legal  

professionals and others with similar experiences.

NEWS & NEWSLETTERS – Updated throughout the 

day and night and covering a wide range of legal 

topics, FindLaw.com’s News page presents current 

legal news, keeping people informed and educated.

FIND A LAWYER – An easy-to-search database 

of more than one million lawyers and law firms. It 

provides detailed information, enabling people to 

contact a qualified lawyer when they are ready.

DO-IT-YOURSELF FORMS & CONTRACTS – FindLaw.

com provides accurate legal documents for common 

legal matters. Choose from a library of easy-to-use, 

low-cost, accurate legal forms for everyday legal issues.

FINDLAW VIDEO – On FindLaw.com, you’ll find an 

online directory of more than 1,500 short videos 

dedicated exclusively to legal topics and attorney and  

law firm profiles.   

Connect With Us
FindLaw.com has an entire social media team 

dedicated to providing our users with as many 

options as possible to join, participate in, and learn 

from the FindLaw community. Some of the  social 

key channels are the following:

 

•	 FindLaw for Consumers on Facebook 

Making the law easy to access with interactive 

legal updates aimed at starting conversations, 

informing followers of their legal rights and 

providing a forum for questions and resources 

 

•	 @FindLawConsumer on Twitter 

Tweeting interesting, entertaining and  

informative legal news everyday 

Copyright © 2013 FindLaw, a Thomson Reuters business. All rights reserved. The information 

contained in this article is for informational purposes only and does not constitute legal advice.  

The use and distribution of this article is subject to the Creative Commons BY-NC-ND license, which 

can be viewed at  http://creativecommons.org/licenses/by-nc-nd/3.0/. You must attribute the article by 

providing the title of the article, FindLaw copyright notice and link to the original work. You may not 

use the article for commercial purposes and you may not alter or transform this article in any way.

HAVE A LEGAL QUESTION?

NEED TO FIND AN AFFORDABLE, 

QUALIFIED ATTORNEY?

Protect yourself, your family or  

your business with a legal plan 

or form from LegalStreet

http://consumer.findlaw.com/online-scams/?DCMP=CCX-MG-012
http://findlaw.com?DCMP=CCX-MG-012
http://www.facebook.com/FindLawConsumers?DCMP=CCX-MG-012
https://twitter.com/findlawconsumer?DCMP=CCX-MG-012
http://legalblogs.findlaw.com/?DCMP=CCX-MG-012
http://answers.findlaw.com?DCMP=CCX-MG-012
http://legalnews.findlaw.com/?DCMP=CCX-MG-012
http://lawyers.findlaw.com?DCMP=CCX-MG-012
http://forms.findlaw.com/?DCMP=CCX-MG-012
http://video.findlaw.com/?DCMP=CCX-MG-012
http://www.facebook.com/FindLawConsumers?DCMP=CCX-MG-012
https://twitter.com/findlawconsumer?DCMP=CCX-MG-012
http://www.facebook.com/FindLawConsumers?DCMP=CCX-MG-012
https://twitter.com/findlawconsumer?DCMP=CCX-MG-012
http://creativecommons.org/licenses/by-nc-nd/3.0/
http://findlaw.com?DCMP=CCX-MG-012
http://legalstreet.com?DCMP=LS-LPD-001

