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How to Register a Trademark with the USPTO FAQ

Does my trademark qualify for federal registration?

In order to register a trademar k and receive federal protection through the U.S. Patent and Trademar k Office (USPTO), a
mar k must be used in "interstate commerce." In other words, the mark must be for a product or service that either does
business in more than one state or affects commerce in more than one state. An example of a trademar k affecting com-
merce in more than one state would be a gas station or motel that is located in one state only but services customers from
other states. Offer ing ser vices or products on the internet also qualifies as affecting interstate commerce, as people in
other states and countries can purchase the goods.

Affecting interstate commerce is the first requirement for federal registration. Trademar k law’s primar y objective is to pre-
vent consumer confusion, so in addition to being used in commerce a trademar k cannot be the same as, or too similar to,
another trademar k for a similar service or product. You should do a search for existing trademar ks on the USPTO site as
well as searching for the same or similar trademar ks through other resources.

Additionally, your trademar k cannot be prohibited (more below), generic (e.g., a "Bed" brand of beds would be considered
gener ic because it describes the product itself rather than who manufactures it), or too descriptive (a step above gener ic,
but still not distinctive enough to qualify for protection.)

For infor mation on distinctiveness vs. descr iptiveness, see Qualifying for Trademar k Protection FAQ .

What if I am not currently using the trademark in interstate commerce?

You may still apply for federal registration, if you have a bona fide intent to use the trademar k in interstate commerce. The
mar k must still meet the same requirements as any other submission, but you will need to file an intent to use (ITU) appli-
cation, along with an additional fee, when submitting to the USPTO (see below for application process). The ITU gives you
an 18 month window (extendable to 24 months) to begin using the trademar k in commerce.

Are there trademarks that are not eligible for federal protection?

The USPTO will refuse registration for trademar ks which:

• contain the U.S. flag

• contain the name, likeness or signature of living persons, unless they give consent (this protection is extended to
deceased Presidents, whose widows must give consent)

• contain government insignias

• may disparage or falsely suggest a connection with persons (living or dead), institutions, beliefs, or national symbols

• are too similar to existing trademar ks registered with the USPTO

• compr ise immoral, deceptive, or scandalous matter (as a practical matter, the USPTO rarely refuses registration on
these grounds, but you should be aware that courts have upheld their power to do so)

These are the major grounds for refusal of trademar ks, but there are more. For further infor mation, visit the USPTO web-
site .

What is the USPTO application process?

The application for federal protection is fair ly straightforward, though it can take anywhere from a year to several years to
be processed (depending on the type of trademar k and how much research the USPTO will be required to do).

First, you should confirm, to the best of your knowledge, that your trademar k will not be rejected by the USPTO for the
reasons outlined above .

To file your application, you may do so on the internet or by mail. For the internet application, go to the USPTO website
and use the Trademar k Electronic Application System (TEAS) or TEAS PLUS. TEAS costs $325 and has less onerous
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requirements. TEAS PLUS costs $275 and requires the applicant to submit more detailed infor mationa cheaper method
for those trademar k owners who have more complete infor mation and examples of the trademar k’s use. Applications by
mail are also accepted and cost $375.

The "minimum requirements" to submit via TEAS are: 1) the name of the applicant; 2) a name and address for correspon-
dence; 3) a clear drawing of the mark (can be by hand); 4) a listing of the goods and/or services on which the mark will be
used; 5) a filing fee for at least one class of goods or services (there is assistance regarding this on the USPTO site).

Obviously, the more detailed your application, the better. Other elements such as a description of the mark, samples of
how the mark is or will be used, etc., may be included, but if you meet the "minimum requirements" your application can at
least be processed (though likely delayed until you submit more infor mation) and not returned as "infor mal".

Visit the USPTO’s Trademar k Electronic Application System for more infor mation on TEAS and TEAS PLUS.

I’ve submitted my application, what happens now?

Depending on the thoroughness of your application, you will have to wait several months for a response. The application is
reviewed by attor neys in the Trademar k Office and they will communicate with you regarding your application. Once you
receive a filing receipt containing the serial number of your application, you can check on the status of your application on
the USPTO site or by phone at 800-786-9199.

Assuming your trademar k passes each phase of scrutiny, the USPTO will publish your trademar k as a candidate for regis-
tration. This gives existing trademar k owners (most likely ones in your class of service or goods, or anyone with a similar
mar k) the chance to object to the registration. If no one objects, you should receive a response from the USPTO within a
year. If another trademar k owner does object, the USTPO will schedule a hearing to hear the dispute.

Once you receive a notice that your trademar k is federally registered, you will have to file an "Affidavit of Use" (simply a
statement with evidence that the trademar k is being used in commerce) between the fifth and sixth year after registration.
You will also have to file another Affidavit of Use every 10 years before the renewal per iod expires (between years nine
and 10, 19 and 20, etc.).

Do I have to register my trademark with the USPTO?

No, federal protection is not required and many businesses do not take advantage of federal registration. If your trademar k
is used in commerce, and you aren’t infringing upon another trademar k by doing so, the mark enjoys common law trade-
mar k protection. However, there are several distinct advantages to federally registering your trademar k.

What are the advantages of federal registration?

Advantages of federal registration include:

• nationwide trademar k protection (even if your mark is not in use nationwide)

• use of the ® symbol to put people on notice and denote a certain level of quality

• help of U.S. Customs to prevent potential infringing products from entering the United States

• constr uctive notice of ownership of the mark (this means that by vir tue of registration, anyone who uses the mark
after you is expected to know that it is your trademar k, they will be labeled "willful" infringers if they misuse it, and
you will be able to collect damages and attorney’s fees)

• after five years, if no one contests your right to the mark, you can file for incontestable status, meaning that no one
can ever contest your right to using the mark.

Constr uctive notice is a major advantage when your business expands and a defense against the expansion of another
par ty’s similar trademar k. If your use date (the date noted by the USPTO as the date you began using your mark in com-
merce) pre-dates another party’s use date in another geographic area, your federal registration trumps their common law
rights and they must discontinue its use. Alter natively, if the other party’s use pre-dates your use date, the other party will
be frozen to their territor y and you will have the rest of the country by way of your federal registration.

For example, if your federally registered trademar k is dated 2008 and you do business in New Yor k, and another party
begins using the trademar k in Arizona in 2009, they must cease using the trademar k and depending on the circumstances
will be liable for damages and your attorney’s fees. If the dates of the above example were reversed, then the other party
may continue using the trademar k, but their use would be frozen to their current territor y. You would be granted use in
ev ery other part of the country.

I have fur ther questions about the USPTO registration process, who can I contact?

If you need answers to specific trademar k questions or want to know more about trademar ks in general, please contact
the Trademar k Assistance Center at 1-800-786-9199 (or 571-272-9250).

Is there state-level protection for trademarks?

Yes, each state offers differ ing levels of trademar k protection for businesses which operate in their state. If your trademar k
only operates in one state, it’s a good idea to register with that state. If there is any impact on interstate commerce as out-
lined above , however, it’s a better idea to seek federal protection. State registration doesn’t offer the same protection as
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federal registration, and if you register with the USPTO, you don’t need to register with the state because federal protec-
tion encompasses all state protections.

To find more infor mation about state registration go to your state’s secretar y of state website.
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