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Filing for a Patent Overseas

Since the rights granted by a U.S. patent extend only throughout the territor y of the United States and have no effect in a

foreign country, an inventor who wishes patent protection in other countries must apply for a patent in each of the other

countr ies or in regional patent offices. Almost every countr y has its own patent law, and a person desiring a patent in a

par ticular countr y must make an application for patent in that country, in accordance with the requirements of that country.

The laws of many countr ies differ in var ious respects from the patent law of the United States. In most foreign countries,

publication of the invention before the date of the application will bar the right to a patent. In most foreign countries mainte-

nance fees are required. Most foreign countries require that the patented invention must be manufactured in that country

after a certain period, usually three years. If there is no manufacture within this period, the patent may be void in some

countr ies, although in most countries the patent may be subject to the grant of compulsory licenses to any person who

may apply for a license.

The Patent Cooperation Treaty was negotiated at a diplomatic conference in Washington, D.C., in June of 1970. The treaty

came into force on Januar y 24, 1978, and is presently (as of December 14, 2004) adhered to by over 124 countries,

including the United States. The treaty facilitates the filing of applications for patent on the same invention in member

countr ies by providing, among other things, for centralized filing procedures and a standardized application for mat. The

timely filing of an international application affords applicants an international filing date in each country which is desig-

nated in the international application and provides (1) a search of the invention and (2) a later time period within which the

national applications for patent must be filed. A number of patent attorneys specialize in obtaining patents in foreign coun-

tr ies. If you file for protection under the treaty within one year of filing in the United States, you will have up to 30 months

from the original U.S. filing date to file in any of the other signatory countr ies.

Under U.S. law it is necessar y, in the case of inventions made in the United States, to obtain a license from the Director of

the USPTO before applying for a patent in a foreign country. Such a license is required if the foreign application is to be

filed before an application is filed in the United States or before the expiration of six months from the filing of an application

in the United States unless a filing receipt with a license grant issued earlier. The filing of an application for patent consti-

tutes the request for a license and the granting or denial of such request is indicated in the filing receipt mailed to each

applicant. After six months from the U.S. filing, a license is not required unless the invention has been ordered to be kept

secret. If the invention has been ordered to be kept secret, the consent to the filing abroad must be obtained from the

Director of the USPTO dur ing the period the order of secrecy is in effect.

International Patent Treaties:

• Patent Cooperation Treaty

• About the Patent Cooperation Treaty

• The Paris Convention

• Paris Convention for the Protection of Industrial Property

• Te xt of Par is Convention for the Protection of Industrial Property (Wor ld Intellectual Property Organization)

http://smallbusiness.findlaw.com/intellectual-property/about-the-patent-cooperation-treaty-pct.html
http://smallbusiness.findlaw.com/intellectual-property/paris-convention-for-the-protection-of-industrial-property.html
http://www.wipo.int/treaties/en/ip/paris/trtdocs_wo020.html
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